United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box I4S0 

Alexandria. Viiginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/765,382 



01/27/2004 



Ernest J. St Pierre 



22903 7590 02/13/2006 

COOLEY GODWARD LLP 

ATTN: PATENT GROUP 

1 1951 FREEDOM DRIVE, SUITE 1700 

ONE FREEDOM SQUARE- RESTON TOWN CENTER 

RESTON, VA 20190-5061 



BSCU-032/02US 



2525 



EXAMINER 



SNOW. BRUCE EDWARD 



ART UNIT 



PAPER NUMBER 



3738 

DATE MAILED: 02/13/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action SummBrv 


Application No. 

10/765,382 


Applicant(s) 

ST. PIERRE, ERNEST J. 


Examiner 
Bruce E. Snow 


Art Unit 
3738 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)n This action is FINAL. 2b)l3 This action is non-final. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman. 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi. 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

Claims 10-26 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-19 of U.S. Patent No. 6,620,202. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other claiming the identical stent, for example, current claim 1 corresponds to 
claim 1 comprising a first section having a first durometer, second section having a 
greater second durometer, and a third section comprised of material from both the first 
and second material. 

Claims 10-26 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-9 of U.S. Patent No. 6,719,804. 
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Although the conflicting claims are not identical, they are not patentably distinct from 
each other claiming the identical stent, for example, current claim 1 corresponds to 
claim 18 comprising a first section having a first durometer, second section having a 
greater second durometer, and a third section comprised of material from both the first 
and second material. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 10-26 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding at least claims 10, 21 , 26, "irregular configuration" is ambiguous as to 
the scope especially in view of the prior art. 

Claim Rejections - 35 USC § 102 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 10-26 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Balbierz et al (5,599,291). 

Balbierz et al discloses a stent comprising: 
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a first section including a first coil 20 (retention structure) comprising a first 
material having a first durometer value; 

a second section including a second coil 24 (retention structure) comprising a 
second material having a second durometer value higher than the first; 

and a third section location between said first and second sections comprises the 
first and second materials. Balbierz et al teaches the first section has a hardness from 
about 30-100 shore, a second section having a hardness from about 70 Shore A to 
about 70 Shore D, and a third section having an intermediate range from about 50 to 
about 100 Shore A. See column 12, lines 1-26. The entire stent (intermediate section, 
first secfion, and third section) is continuously extruded forming a monolithic stent which 
can be made of a co-polymer. Therefore, a first polymer of the co-polymer is interpreted 
as the first material and a second polymer of said co-polymer is interpreted as the 
second material; inherently one of the co-polymers has a higher durometer. The first 
and second materials are distinct and are associated in an irregular configuration" 
having a different or non-uniform cross-section as the first and second sections; see 
12:51 et seq. Also the polymers would not mix having a uniform "configuration". 

Regarding the negative limitation, "stent body which does not substantially soften 
when exposed to a temperature of the human bodf, the stent of Balbierz et al softens 
due to hydration not temperature. 

The materials used are radiopaque. 
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Claims 10 and 12-26 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Goldberg et al (4.874.360). 

Goldberg et al discloses a medical stent comprising: 

a first section 12 including a retention structure comprising a first material having 
a first durometer value; 

a second section 1 1 including a second retention structure comprising a second 
material having a second durometer value higher than the first; 

and a third section location between said first and second sections shown in 
figure 6. comprises the first and second materials; the first and second materials are 
inherently "distinct and are associated in an irregular configuration" not having a uniform 
cross section throughout its length. 

The stiffer end has a higher retention strength. 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which foms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldberg et al (4,874,360). 

Goldberg et al teaches the medical stent as described above, however, is silent 
regarding ethylene vinyl acetate. Said material is well known in the art for stents and it 
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would have been obvious to one having ordinary sl<ill in the art to have utilized it for the 
stent of Goldberg et al for its know characteristics including biocompatibility. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bruce E. Snow whose telephone number is (571) 272- 
4759. The examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone arie unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (571) 272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomriation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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